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Art Unit: 2132 

DETAILED ACTION 



1. Claims 1, 3-8, 10-12, 14-20 and 22-28 have been examined. Applicant in the 
amendment filed on December 29, 2004 amended claims 1, 7, 20 and 25, and canceled 
claims 2, 9, 13 and 21. 

Response to Amendment 

2. The 112, second paragraph rejection to claim 20 is withdrawn as the amendment 
overcomes the 112, second paragraph rejection. 

Response to Arguments 

3. Applicants arguments filed December 29, 2004 have been fully considered but 
they are not persuasive. 

4. Applicant's response does not comply with the requirements of CFR 1.111 (c), 
because applicant or patent owner does not clearly point out the patentable novelty 
which he or she thinks the claims present in view of the state of the art disclosed by the 
references cited or the objections made. A general allegation that the prior art of record 
does not define the patentable invention does not comply with the requirements of this 
section. Moreover, applicant's response does not reply to every ground of objection 
and rejection in the prior Office action; applicant was not responsive to the objections to 
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the specification and claims as well as a 112 rejection outlined in the previous action. 
CFR 1.111(b). 

5. In Remarks pg. 12, last paragraph-pg. 13, 2 nd paragraph, applicant argues 

Davis does not disclose transmitting the contents information access requests and terminal 
identification information, wherein the second information processing unit collates received 
terminal identification information and pre-registered terminal identification information, and 
outputs the contents information readout request to the first information processing unit in the 
event that the received terminal identification information and pre-registered terminal identification 
information match, as recited in claim 1 and 7, and similarly recited in claims 13, 14, 19, 20 and 
25 ... there is no mention of terminal identification information and pre-registered terminal 
identification information, wherein a collation process allows for the transmittal of content 
information. 

While Walker discloses assigning unique device Ids to devices (col. 4, lines 34-42), there is no 
teaching suggestion or motivation to combine Walker with Davis. The same argument applies to 
Claus and Nerlikar as well. 

6. It is noted that applicant allegations are based on revised claims 1 , 7, 20 and 25, 
wherein the new limitations are substantially similar to those limitations defined in now 
canceled claims 2, 9, 13 and 21. 

7. Regarding applicant's argument the prior art of record fails to teach the 
limitations of these claims, examiner respectfully disagrees. First, contrary to 
applicant's arguments, the aforementioned limitation recited by the applicant is not 
similarly recited in claims 14 or 19; neither of these claims define transmitting terminal 
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identification information nor processing the received terminal identification information 
and pre-registered terminal identification, either verbatim or substantially. Since, the 
applicant makes no further response to these rejections, applicant does not sufficiently 
rebut the prima fascia case of obviousness. See in re Oetiker, 977 F.2d 1443, 1445, 24 
USPQ2d 1443, 1444 (Fed. Cir. 1992) ("The examiner bears the initial burden, on review 
of the prior art or on any other ground, of presenting a prima facie case of 
unpatentability. If that burden is met, the burden of coming forward with evidence or 
argument shifts to the applicant. . . After evidence or argument is submitted by the 
applicant in response, patentability is determined on the totality of the record, by a 
preponderance of evidence with due consideration to persuasiveness of argument."). 
Furthermore, the revision to claim 25 constitutes as a new issue and is addressed in 
arguments below. 

8. Second, in response to applicant's arguments against the references individually 
one cannot show nonobviousness by attacking references individually where the 
rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 
208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ375(Fed. 
Cir. 1 986). In the rejections of claims 1 , 7 and 20, the claimed limitations are found to 
be taught in combination of either Davis and Walker or Davis and Claus. Further, In 
response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is 
some teaching, suggestion, or motivation to do so found either in the references 
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themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, motivation to combine both 
Davis and Walker, and Davis and Claus were established in the Office action dated 
September 24, 2004, paragraphs 26 and 33; and in the instant Office action (in 
summary: terminal identification information uniquely identifies the participants of a 
transaction for a more secure transaction as taught by both Walker and Claus). 
9. Finally, in response to applicant's argument that Davis does not teach the 
limitation wherein the second information processing unit calls up the communication 
device (Remarks, pg. 14, 1 st full paragraph), examiner disagrees: the flow of 
communications indicated by Figures 4 and 5 clearly indicate such features. 



Claim Objections 

1 0. Claims 28 are objected to because of the following informalities: the claim refers 
to a program claimed in claim 24; however, claim 24 claims an information providing 
method; a program is claimed in claim 25. Appropriate correction is required. 

Specification 

1 1 . The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

12. The following title is suggested: "Information providing system utilizing IC cards 
and method thereof. 
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Claim Rejections - 35 USC § 112 

1 3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

14. Claims 23 and 24 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

15. Claims 23 and 24 both refer to an information providing method as claimed in 
claim 21 ; however claim 21 was canceled. 

Claim Rejections - 35 USC § 102 

16. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

17. Claims 14, 15 and 18 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Davis et al. U.S. Patent No. 6,282,522 (hereinafter Davis) , 

18. As per claim 14, Davis discloses an information providing system for performing 
predetermined processing using a data holding device capable of holding data including 
personal information for recognizing at least users, and a communication terminal 
device, the system comprising: 
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a. a first information processing unit which, upon receiving transaction start 
information via a communication network, outputs a verification response 
confirmation request, performs predetermined processing based on the data of 
the data holding device upon receiving a response signal sent from the 
communication terminal device, and holds at least processing data (Davis, figure 

4, reference nos. 224 and 226 and related text); and 

b. a second information processing unit which, upon receiving the verification 
response request, confirms the communication terminal device corresponding to 
the identification information of the data holding device registered beforehand, 
calls up the communication terminal device via the communication network, and 
upon receiving a response signal from the communication terminal device 
supplies the response signal to the first information processing unit (Davis, figure 

5, reference no. 206 and 214, and related text). 
The aforementioned cover the limitations of claim 14. 

19. As per claim 15, Davis discloses a system as outlined above in the claim 14 
rejection. In addition, the first information processing unit receives identification 
information of the data holding device in addition to transaction start information, 
performs collation of the identification information, and in the event that positive results 
are obtained from the collation, outputs a certification response confirmation request to 
the second information processing unit. Davis, figure 7, reference no. 356. The 
aforementioned cover the limitations of claim 15. 
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20. As per claim 18, Davis discloses a system as outlined above in the claim 14 
rejection. In addition, the first information processing unit monitors and holds contents 
information of data of the data holding device, and upon receiving a contents 
information readout request provides the contents information held in the corresponding 
data holding device to the requesting party (Davis, figure 7, reference no. 234); 

a. and wherein, upon receiving a contents information access request, the 
second information processing unit outputs a contents information readout 
request to the first information processing unit and requests the contents 
information of the data holding device, and transmits supplied contents 
information to the communication network (Davis, figure 7, reference nos. 310, 
312, 314a and 316a); 

b. and wherein the communication terminal device further includes at least a 
display unit, with the contents information access request being transmitted by 
the communication unit thereof to the second information processing unit via the 
communication network, the contents information being displayed on the display 
unit upon the contents information of the data holding device transmitted from the 
first information processing unit having being received via the communication 
network (Davis, figure 7 and figure 10, reference nos. 512, 514 and 516). 

21 . The aforementioned cover the limitations of claim 1 8. 
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Claim Rejections - 35 USC § 103 

22. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

23. Claims 1, 3-8, 10-12 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Davis in view of Walker et al. U.S. Patent No. 5,828,751 (hereinafter 
Walker). 

24. As per claim 1 , Davis discloses an information providing system comprising: 

a. a communication terminal device, wherein the communication terminal 
device includes a display unit, a communication unit, and a transmitter (Davis, 
figure 4, reference nos. 204 and 210, and related text); 

b. a data holding device, communicatively coupled to the communication 
terminal device, wherein the data holding device stores content information and 
personal information pertaining to a user (Davis, figure 4, reference no. 5); 

c. a first information processing unit for processing and storing contents 
information, and transmitting the contents information upon receiving a contents 
information readout request (Davis, figure 4, reference nos. 224 and 226); and 

d. a second information processing unit for receiving contents information 
access requests sent from the communication terminal device via a 
communication network and outputting the contents information readout request 
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to the first information processing unit so as to request supply of contents 
information of the data holding device, and transmitting the supplied contents 
information to the communication terminal device (Davis, figure 4, reference nos. 
206 and 214-216; figure 5, reference nos. 206 and 214); 
e. wherein the communication unit transmits, via the transmitter, the contents 
information access requests to the second information processing unit, and 
receives the contents information of the data holding device transmitted from the 
second information processing unit, such that received contents information is 
displayed on the display unit (Davis, 12:23-45). 

25. Further, the communication terminal device transmits IC card identification 
information in addition to the contents information access request, and the second 
information processing unit collates received IC card identification information and pre- 
registered identification information, and outputs the contents information readout 
request to the first information processing unit in the event that the received 
identification information and pre-registered identification information match. Davis, 
17:27-51. 

26. However, Davis does not expressly teach transmitting and verifying terminal 
identification information. Walker teaches transmitting and verifying terminal 
identification information to ensure the identity of the device handling a transaction. 
Walker, col. 4:38. It would be obvious to one of ordinary skill in the art at the time the 
invention was made to transmit and verify the terminal identification information in the 
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system of Davis to uniquely secure the terminal device as taught by Walker. Ibid. The 
aforementioned cover the limitations of claim 1 . 

27. As per claim 3, the rejection of claim 1 is incorporated herein. In addition, the 
system further comprises: a dedicated terminal device for performing exchange of data 
between the first information processing unit and the data holding device, wherein the 
first information processing unit performs predetermined processing based on the data 
holding device data, and updates the data held therein. Davis, col. 12:1-45. The 
aforementioned cover the limitations of claim 3. 

28. As per claim 4, the rejection of claim 1 is incorporated herein. In addition, the 
data holding device is an IC card. Davis, col. 10:66-1 1 :47. The aforementioned cover 
the limitations of claim 4. 

29. As per claim 5, the rejection of claim 1 is incorporated herein. In addition, the 
communication terminal device is a cellular telephone, and wherein the cellular 
telephone and the second information processing unit are connected via a cellular 
telephone communication network. Davis, col. 12:7-1 1 . The aforementioned cover the 
limitations of claim 5. 

30. As per claim 6, the rejection of claim 1 is incorporated herein. In addition, the 
communication terminal device is a personal computer communication terminal device, 
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and wherein the personal computer communication terminal device and the second 
information processing unit are connected via the internet. Davis, Abstract and col. 
12:5. The aforementioned cover the limitations of claim 6. 

31 . As per claims 7 and 8, the rejections of claims 1 and 3 are incorporated herein. 
In addition, the method handles a plurality of data holding devices and data held in the 
multiple data holding devices are supplied to parties requesting access to the held data, 
wherein the personal data is processed to at least recognize individuals users 
associated with each data holding device. Davis, col. 6:18-26; figure 4, reference nos. 
324, 236 and 235. The aforementioned cover the limitations of claims 7 and 8. 

32. As per claim 10, the rejection of claim 7 is incorporated herein. In addition, the 
supplied contents information is displayed on a predetermined terminal device. Davis, 
col. 7:11-12. The aforementioned cover the limitations of claim 10. 

33. As per claim 1 1 , the rejection of claim 7 is incorporated herein. In addition, the 
method further comprises the steps of: 

f. performing settlement processing regarding settlement performed by the 
data holding device (Davis, figure 5, reference nos. 308, 314 and 318); and 

g. updating the contents information of data of the data holding device 
generated by the settlement processing, and transmitting to the data holding 
device (Davis, figure 5, reference no. 318). 



Application/Control Number: 09/845,948 Page 13 

Art Unit: 2132 

The aforementioned cover the limitations of claim 1 1 . 

34. As per claim 12, the rejection of claim 1 1 is incorporated herein. In addition, the 
updated information is displayed on the communication terminal device. Davis, figure 
10, reference nos. 514 and 516. The aforementioned cover the limitations of claim 12. 

35. As per claim 16, it is a claim covered by the teachings outlined in the claim 1 and 
14 rejections, and it does not teach or define above the inventions outlined in the claim 

1 and 14 rejections. Therefore, claim 16 is rejected as being unpatentable over Davis in 
view of Walker for the same reasons set forth in the rejections of claims 1 and 14. 

36. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Davis in 
view of Nerlikar U.S. Patent No. 5,629,981 (hereinafter Nerliker). 

37. As per claim 17, Davis covers a system as outlined above in the claim 14 
rejection. Davis does not disclose controlling output response signals based on position 
information of the communication terminal device. Nerliker teaches verifying a message 
from a device based on, inter alia, position information of the device, wherein the 
received position data from the device is compared to the expected position data, and if 
a match is found then the message is verified. Nerliker, figure 6; col. 9:40-50. It would 
be obvious to one of ordinary skill in the art at the time the invention was made to 
continue transaction processing when the location of a device is verified to ensure that a 
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requesting party of a transaction is verified to perform transactions within authorized 
areas. Nerliker, 2:39-50. The aforementioned cover the limitations of claim 17. 

38. Claims 19, 20 and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Davis in view of Claus. 

39. As per claims 19 and 20, Davis covers a system as outlined above. Davis does 
not disclose a second data holding device capable of holding data containing 
information that identify providers which provide at least products or services. Claus 
teaches transfer techniques using smart cards where a first data holding device is 
capable of holding personal information identifying at least users, and a second data 
holding device is capable of holding data containing information identifying providers 
which provide at least products or services. Claus, col. 2:44-57. It would be obvious to 
one of ordinary skill in the art at the time the invention was made for data holding 
devices to be utilized by both at least users and at least providers to ensure the security 
and identity of both parties of a transaction as taught by Claus. Ibid. Hence, the 
invention covered by Davis in view of Claus covers the following: 

a. a first data holding device capable of holding data containing personal 
information identifying at least users (Claus, figure 1 , reference nos. 102 and 
107); 
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b. a second data holding device capable of holding data containing 
information identifying providers which provide at least products or services 
(Claus, figure 1, reference nos. 104 and 105); 

c. a communication terminal device capable of performing data exchange 
between the first and second data holding devices and capable of 
communicating via a communication network (Claus, figure 1, reference no. 106); 
and 

d. an information processing unit which performs predetermined collation 
upon reception of data of the second data holding device transmitted from the 
communication terminal device, and upon obtaining positive collation results 
transmits a transaction processing continuation signal to the communication 
terminal device via the communication network, and then upon receiving the data 
of the first data holding device performs predetermined processing based on the 
received data, and holds at least processing data (Davis, figure 4, reference nos. 
206, 214-216 and 238; figure 5, reference nos. 312, 314, 324 and 326; col. 
14:18-25); 

e. wherein identification information of the first data holding device is 
transmitted in addition to the data, and in the processing data holding step, 
collation of the identification information is performed, and in the event that 
positive collation results are obtained, predetermined processing is performed 
based on the data of the first data holding device (Davis, figure 5, reference nos. 
324 and 326). 
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The aforementioned cover the limitations of claims 19 and 20. 

40. As per claim 24, Davis covers a method as outlined above in the claim 20 
rejection. In addition, the first and second data holding devices are each IC cards. 
Claus, figure 5, reference nos. 102 and 104. The aforementioned cover the limitations 
of claim 24. 

41 . Claims 22 and 23 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Davis in view of Claus, and further in view of Nerlikar. 

42. As per claim 22 and 23, Davis covers a system as outlined above in the claim 20 
rejection. Davis does not disclose controlling output response signals based on position 
information of the communication terminal device. Nerliker teaches verifying a message 
from a device based on, inter alia, position information of the device, wherein the 
received position data from the device is compared to the expected position data, and if 
a match is found then the message is verified. Nerliker, figure 6; col. 9:40-50. It would 
be obvious to one of ordinary skill in the art at the time the invention was made to 
continue transaction processing when the location of a device is verified to ensure a 
requesting party of a transaction is verified to perform transactions within authorized 
areas. Nerliker, 2:39-50. The aforementioned cover the limitations of claims 22 and 23. 
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43. Claims 25 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Claus U.S. Patent No. 5,461,217 (hereinafter Claus) in view of Walker. 

44. As per claim 25, Claus discloses a program for a computer, wherein the 
computer executes the steps of: 

a. receiving data of a shop data holding device capable of holding data 
containing information identifying at least providers which provide products or 
services, transmitted from a communication terminal device (see Claus, Figure 1, 
Reference Nos. 105, 130, 143 and 151); 

b. receiving data of the shop data holding device and performing 
predetermined collation thereof, and upon obtaining positive collation results 
transmitting a transaction processing continuation signal to the communication 
terminal device (see Claus, Figure 1, Reference Nos. 110, 116, 141 and 145); 

c. receiving data of a user data holding device capable of holding data 
containing personal information identifying at least users, transmitted from the 
communication terminal device (see Claus, Figure, 1, Reference Nos. 107, 114 
and 149); and 

d. upon receiving the data of the user data holding device, performing 
predetermined processing based on the data, and holding at least processing 
data (see Claus, Figure 1, Reference Nos. 122 and 126; Figure 2). 

45. Claus does not expressly teach transmitting and verifying terminal identification 
information. Walker teaches transmitting and verifying terminal identification information 



Application/Control Number: 09/845,948 Page 18 

Art Unit: 2132 

to ensure the identity of the device handling a transaction. Walker, col. 4:38. It would 
be obvious to one of ordinary skill in the art at the time the invention was made to 
transmit and verify the terminal identification information in the system of Davis to 
uniquely secure the terminal device as taught by Walker. Ibid. The aforementioned 
cover the limitations of claim 25. 

46. As per claim 26, the rejection of claim 25 is incorporated herein. In addition, in 
the data reception step, identification information of the user data holding device is 
received in addition to the data of the user data holding device; and wherein, in the 
processing data holding, upon performing collation of the identification information and 
obtaining positive collation results, predetermined processing is performed based on the 
data of the user data holding device. Claus, figure 1, reference nos. 114, 122 and 126; 
figure 2. The aforementioned cover the limitations of claim 26. 

47. Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Claus in 
view of Nerlikar. 

48. As per claim 27, Claus discloses a program as outlined above in the claim 25 
rejection. Claus does not disclose controlling output response signals based on position 
information of the communication terminal device. Nerliker teaches verifying a message 
from a device based on, inter alia, position information of the device, wherein the 
received position data from the device is compared to the expected position data, and if 
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a match is found then the message is verified. Nerliker, figure 6; col. 9:40-50. It would 
be obvious to one of ordinary skill in the art at the time the invention was made to 
continue transaction processing when the location of a device is verified to ensure a 
requesting party of a transaction is verified to perform transactions within authorized 
areas. Nerliker, 2:39-50. The aforementioned cover the limitations of claim 27. 

49. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Claus in 
view of Davis. 

50. As per claim 28, Claus discloses a program as outlined above in the claim 25 
rejection. Claus does not disclose the communication terminal device is a cellular 
phone. Davis teaches a payment system using a smart card wherein the 
communication terminal device communicating with the smart card in a payment 
transaction is a cellular phone. Davis, col. 12:7-1 1. It would be obvious to one of 
ordinary skill in the art at the time the invention was made for the communication 
terminal device to be a cellular phone. Motivation for combination enables users to 
make secure transactions using the convenience and portability of a mobile phone as 
known to one of ordinary skill in the art and as taught by Davis. Ibid. The 
aforementioned cover the limitations of claim 28. 
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Conclusion 

51 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jung W Kim whose telephone number is (571 ) 272- 
3804. The examiner can normally be reached on M-F 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gilberto Barron can be reached on (571) 272-3799. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 



Application/Control Number: 09/845,948 



Page 21 



Art Unit: 2132 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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